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which the nonpublication request was 
submitted in another country, or under 
a multilateral international agree-
ment, that requires publication of ap-
plications eighteen months after filing, 
the applicant must notify the Office of 
such filing within forty-five days after 
the date of the filing of such foreign or 
international application. The failure 
to timely notify the Office of the filing 
of such foreign or international appli-
cation shall result in abandonment of 
the application in which the non-
publication request was submitted (35 
U.S.C. 122(b)(2)(B)(iii)). 

§ 1.215 Patent application publication. 
(a) The publication of an application 

under 35 U.S.C. 122(b) shall include a 
patent application publication. The 
date of publication shall be indicated 
on the patent application publication. 
The patent application publication will 
be based upon the application papers 
deposited on the filing date of the ap-
plication, as well as the executed oath 
or declaration submitted to complete 
the application, and any application 
papers or drawings submitted in reply 
to a preexamination notice requiring a 
title and abstract in compliance with 
§ 1.72, application papers in compliance 
with § 1.52, drawings in compliance 
with § 1.84, or a sequence listing in 
compliance with §§ 1.821 through 1.825, 
except as otherwise provided in this 
section. The patent application publi-
cation will not include any amend-
ments, including preliminary amend-
ments, unless applicant supplies a copy 
of the application containing the 
amendment pursuant to paragraph (c) 
of this section. 

(b) If applicant wants the patent ap-
plication publication to include as-
signee information, the applicant must 
include the assignee information on 
the application transmittal sheet or 
the application data sheet (§ 1.76). As-
signee information may not be in-
cluded on the patent application publi-
cation unless this information is pro-
vided on the application transmittal 
sheet or application data sheet in-
cluded with the application on filing. 
Providing this information on the ap-
plication transmittal sheet or the ap-
plication data sheet does not sub-
stitute for compliance with any re-

quirement of part 3 of this chapter to 
have an assignment recorded by the Of-
fice. 

(c) At applicant’s option, the patent 
application publication will be based 
upon the copy of the application (speci-
fication, drawings, and oath or declara-
tion) as amended during examination, 
provided that applicant supplies such a 
copy in compliance with the Office 
electronic filing system requirements 
within one month of the actual filing 
date of the application or fourteen 
months of the earliest filing date for 
which a benefit is sought under title 35, 
United States Code, whichever is later. 

(d) If the copy of the application sub-
mitted pursuant to paragraph (c) of 
this section does not comply with the 
Office electronic filing system require-
ments, the Office will publish the ap-
plication as provided in paragraph (a) 
of this section. If, however, the Office 
has not started the publication process, 
the Office may use an untimely filed 
copy of the application supplied by the 
applicant under paragraph (c) of this 
section in creating the patent applica-
tion publication. 

§ 1.217 Publication of a redacted copy 
of an application. 

(a) If an applicant has filed applica-
tions in one or more foreign countries, 
directly or through a multilateral 
international agreement, and such for-
eign-filed applications or the descrip-
tion of the invention in such foreign- 
filed applications is less extensive than 
the application or description of the in-
vention in the application filed in the 
Office, the applicant may submit a re-
dacted copy of the application filed in 
the Office for publication, eliminating 
any part or description of the inven-
tion that is not also contained in any 
of the corresponding applications filed 
in a foreign country. The Office will 
publish the application as provided in 
§ 1.215(a) unless the applicant files a re-
dacted copy of the application in com-
pliance with this section within sixteen 
months after the earliest filing date for 
which a benefit is sought under title 35, 
United States Code. 

(b) The redacted copy of the applica-
tion must be submitted in compliance 
with the Office electronic filing system 

VerDate Aug<04>2004 01:06 Aug 27, 2004 Jkt 203136 PO 00000 Frm 00103 Fmt 8010 Sfmt 8010 Y:\SGML\203136T.XXX 203136T



104 

37 CFR Ch. I (7–1–04 Edition) § 1.219 

requirements. The title of the inven-
tion in the redacted copy of the appli-
cation must correspond to the title of 
the application at the time the re-
dacted copy of the application is sub-
mitted to the Office. If the redacted 
copy of the application does not com-
ply with the Office electronic filing 
system requirements, the Office will 
publish the application as provided in 
§ 1.215(a). 

(c) The applicant must also concur-
rently submit in paper (§ 1.52(a)) to be 
filed in the application: 

(1) A certified copy of each foreign- 
filed application that corresponds to 
the application for which a redacted 
copy is submitted; 

(2) A translation of each such for-
eign-filed application that is in a lan-
guage other than English, and a state-
ment that the translation is accurate; 

(3) A marked-up copy of the applica-
tion showing the redactions in brack-
ets; and 

(4) A certification that the redacted 
copy of the application eliminates only 
the part or description of the invention 
that is not contained in any applica-
tion filed in a foreign country, directly 
or through a multilateral international 
agreement, that corresponds to the ap-
plication filed in the Office. 

(d) The Office will provide a copy of 
the complete file wrapper and contents 
of an application for which a redacted 
copy was submitted under this section 
to any person upon written request 
pursuant to § 1.14(c)(2), unless applicant 
complies with the requirements of 
paragraphs (d)(1), (d)(2), and (d)(3) of 
this section. 

(1) Applicant must accompany the 
submission required by paragraph (c) of 
this section with the following: 

(i) A copy of any Office correspond-
ence previously received by applicant 
including any desired redactions, and a 
second copy of all Office correspond-
ence previously received by applicant 
showing the redacted material in 
brackets; and 

(ii) A copy of each submission pre-
viously filed by the applicant including 
any desired redactions, and a second 
copy of each submission previously 
filed by the applicant showing the re-
dacted material in brackets. 

(2) In addition to providing the sub-
mission required by paragraphs (c) and 
(d)(1) of this section, applicant must: 

(i) Within one month of the date of 
mailing of any correspondence from 
the Office, file a copy of such Office 
correspondence including any desired 
redactions, and a second copy of such 
Office correspondence showing the re-
dacted material in brackets; and 

(ii) With each submission by the ap-
plicant, include a copy of such submis-
sion including any desired redactions, 
and a second copy of such submission 
showing the redacted material in 
brackets. 

(3) Each submission under paragraph 
(d)(1) or (d)(2) of this paragraph must 
also be accompanied by the processing 
fee set forth in § 1.17(i) and a certifi-
cation that the redactions are limited 
to the elimination of material that is 
relevant only to the part or description 
of the invention that was not con-
tained in the redacted copy of the ap-
plication submitted for publication. 

(e) The provisions of § 1.8 do not apply 
to the time periods set forth in this 
section. 

§ 1.219 Early publication. 
Applications that will be published 

under § 1.211 may be published earlier 
than as set forth in § 1.211(a) at the re-
quest of the applicant. Any request for 
early publication must be accompanied 
by the publication fee set forth in 
§ 1.18(d). If the applicant does not sub-
mit a copy of the application in com-
pliance with the Office electronic filing 
system requirements pursuant to 
§ 1.215(c), the Office will publish the ap-
plication as provided in § 1.215(a). No 
consideration will be given to requests 
for publication on a certain date, and 
such requests will be treated as a re-
quest for publication as soon as pos-
sible. 

§ 1.221 Voluntary publication or re-
publication of patent application 
publication. 

(a) Any request for publication of an 
application filed before, but pending 
on, November 29, 2000, and any request 
for republication of an application pre-
viously published under § 1.211, must in-
clude a copy of the application in com-
pliance with the Office electronic filing 

VerDate Aug<04>2004 01:06 Aug 27, 2004 Jkt 203136 PO 00000 Frm 00104 Fmt 8010 Sfmt 8010 Y:\SGML\203136T.XXX 203136T


		Superintendent of Documents
	2014-11-17T14:49:07-0500
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




